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closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1 . Claims 1 -1 3 are rejected under 35 U.S.C. 1 1 2, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1 . A process for the preparation of an oligonucleotide which comprises the 
assembly of an oligonucleotide attached to a solid support is indefinite, because there is 
no definition of an oligonucleotide and there is no step of a process condition to identify 
term "attached. " A step of preparing a solid support is not clear, there is no process 
condition how to prepare a solid support. There is no definition of a polvmerizable unit . 
The phrase "an acid-labile protecting group, preferably an optionally substituted trityl 
group" is not clear and confusing: there is no definition of "acid-labile protecting group." 
Claim 2. There are no definitions for R 1 and R 5 , a monomer of formula (1 ) is 
indefinite. 

Claim 4. A condition to produce cross-linking effect is not clear. 
Claim 5. A process wherein the oligonucleotide is assembled by the 
phosphoramidite approach is indefinite. The presence of specified phosphoramidite as 
an oligonucleotide is not clear. 

Claims 3, 6-9 are rejected in light of their dependency directly or indirectly upon the 
rejected above claims. 

Claim 10. A composition of matter having the formula Ps-Z-Q is unclear. There is no 
definition of a polvmerizable unit . The term "attached" is not clear. The phrase "an acid- 
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labile protecting group, preferably an optionally substituted trityl group" is not clear, the 
scope of the claimed protective group is not easily determined. There is no definition of 
a cleavable linker for Z in claim 10. The presence of a protecting group, a nucleoside or 
an oligonucleotide for Q is not clear. What is the difference between an acid-labile 
protecting group for Ps polymer chain and Q protecting group? A chemical formulation 
of a composition in claim 10 is indefinite. 

Claims 11-13 are rejected in light of their dependency directly or indirectly upon the 
rejected claim 10 above. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1 -1 3 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over WO 
00/02953 (inventor Main, Brian) in view of Reddy et al U.S. patent 5,869,696. 

WO 00/02953 is cited under X category in applicants' search report. Reference Patent 
6,395,842 to Main belongs to the patent family to WO 00/02953. Reference Patent 
5,869,696 is also cited under X category in applicants' search report. 
Main discloses a solid polymer support containing polyoxyalkylenes. The 
hydroxypolyC2-4alkyleneoxy chain is readable in the present claims, page 1, lines 31- 
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37. The hydroxyl group is protected by the presence of a polymerizable monomer such 
as hydroxystyrene, styrene, hydroxyethyl (meth)acrylate, page 2, lines 3-26 to produce 
cross-linking. Also, the terminal hydroxyl group is protected by a group selected from 
the group consisting of acetyl, benzyl, benzoyl, tri(alkyl)silyl and tetrahydropyranyl 
groups, claim 4 at page 14. The tetrahydropyranyl group may be removed with p- 
toluene sulphonic acid, page 6, lines 21-22. Although WO'953 does not mention an 
acid-labile protecting group, the evidence about presence of acid-labile group is within 
the teaching that tetrahydropyranyl group may be removed with p-toluene sulphonic 
acid. 

WO'953 does not disclose an oligonucleotide attached to a solid support. 

Reddy discloses oligonucleotide reagent attached to a solid support via a 
phosphoramidite linkage, column 4, line 27 and column 3, lines 40-65, for the present 
claim 5. The phosphoramidite linkage of the oligonucleotide does not effect the solid 
support bond, such that oligonucleotide intact on the solid support, column 3, lines 63- 
65 and column 8, line 18. 

It would have been obvious to one of ordinary skill in the art to use a process for 
producing oligonucleotide synthesis reagent attached to a solid support in Reddy 
invention with a solid support by teaching in WO'953 because the oligonucleotide 
having phosphoramidite linkage group does not effect the solid support bond in Reddy 
invention, therefore, any solid support material works equally well within the same 
expectation. 
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4. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The closest references under X category have been considered 
above. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to OLGA ASINOVSKY whose telephone number is 
(571)272-1066. The examiner can normally be reached on 9:00 to 5:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on 571-272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/OA/ 

March 02, 2008 
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